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1. Claims 2, 14, 16 and 21 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In claim 2, such a qualitative limitation renders this claim subjective and as such 
indefinite. Specifically the differences between each assessment, i.e. between dense 
and medium dense, between few and medium, etc., is not clear and as such the metes 
and bounds of this claim are not clear. Note also column 16 of 6,417,292, which 
indicates that a "6" is considered to be slight blistering according to ASTM 714. Since 
"slight blistering" in the prior art is given the same assessment as "medium blistering" in 
the instant claims, it is apparent that no uniform standard can be applied to this test. 

In claims 14 and 21 , it is unclear what is embraced by the term coalescing agent. 
The Examiner cannot find an explanation of this term in the specification. 

In claim 16, it is unclear what constitutes the pigment volume concentration or 
the critical pigment volume concentration. 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 4 to 6, 8, 10, 11, 14, 17 18, 21, 23 and 25 to 27 are rejected under 35 
U.S.C. 102(b) as being anticipated by Hara et al. 

Hara et al. teach an apparatus that contains a plastic material for forming a base. 
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See Example 3 in which a curable polyimide is admixed with barium sulfate having a 
particle size of .4 microns and having been surface treated with an aminosilane. This 
meets the limitations of claims 1 , 4 to 6 and 1 1 . Note that the dry film is prepared from 
a thermoset resin and falls within the thickness of claim 17. With regards to claims 8 
and 10, since the pigment can be completely formed from the barium sulfate, this 
limitation is also met by Example 3. Note too that this film is formed on a steel surface 
meeting the requirement of claim 26. 

5. Claims 7, 1 5, 20, 22 and 24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Hara et al. 

Hara et al. do not specifically teach the weight percent of silane on the coated 
barium sulfate. However column 5, lines 30 to 35, teaches that the silane is added to 
improve the compatibility of the filler with the resin. Adjusting the amount of silane in an 
effort to optimize the compatibility of the filler with the resin would have been well within 
the skill of the ordinary artisan, thereby rendering obvious the claimed amount. Note 
that it has been held that where the general conditions of a claim are disclosed 
in the prior art, discovering the optimum or workable ranges involves only routine 
skill in the art. 

Regarding claims 15 and 22, note that column 5, line 9, teaches a thermoplastic 
resin that can be used in the alternative with the thermosetting polyimide shown in the 
example. One having ordinary skill in the art would have been motivated by this teach- 
ing to use a thermoplastic polyethersulfon in place of the polyimide in Example 3, with a 
reasonable expectation of success, thereby rendering these claims obvious. Similarly it 
would have been obvious to include a curing agent for the resins, in an effort to improve 
and expedite cure, thereby rendering obvious claim 20. Finally, with regards to claim 
24, note that applying subsequent coats, in an effort to build up the thickness of the 
coating or adjust the surface of the coating, would have been well within routine 
experimentation and/or optimization for one having ordinary skill in the art. 
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6. Claims 1 and 4 to 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fetscher et al. 

Fetscher et al. teach encapsulant compositions in which the filler is surface treat- 
ed with a silane compound having either an amino or epoxy functional group. The silane 
can be precoated onto the filler. See column 2, lines 5 to 30. Note Example I, in which 
quartz is surface treated with an aminosilane prior. Note also Example II which contains 
both a barium sulfate filler and an aminosilane. In this example, however, the filler is 
not initially surface treated. However, Fetscher et al. clearly provide motivation for one 
having ordinary skill in the art to use an aminosilane precoated barium sulfate filler in 
Example 2 in place of the barium sulfate and aminosilane being added separately. This 
motivation comes from the fact that column 2 teaches that the aminosilane can be add- 
ed to the composition in either way as an equivalent alternative, and from the fact that 
they clearly demonstrate other fillers being surface treated prior to addition. 

The aminosilane in Fetscher et al. meets the limitations of claims 5 and 6 and 
column 2 teaches surface treatment in an amount meeting claim 7. Adjusting particle 
size of the barium sulfate filler would have been well within routine experimentation for 
one having ordinary skill in the art, in an effort to optimize and/or adjust properties. In 
this manner claim 4 is rendered obvious. The epoxy resin composition in Fetscher et al. 
meets the limitations of claims 1 1 to 15. With regards to claims 8 and 9, note column 4 
which teaches adding the fillers together with coloring agents. Finally, with regards to 
claim 17, adjusting the thickness of the coating in Fetscher et al. would have been well 
within routine experimentation for one having ordinary skill in the art, thereby rendering 
the claimed thickness obvious. 

7. Claims 2 and 3 are neither taught nor suggested by the prior art. Claim 2 has 
been rejected as being indefinite, supra. Claim 3, however, would be allowable if 
amended to include the limitations of claim 1 , i.e. made into an independent claim. The 
prior art is silent as to reducing the viscosity of the coating composition by adding 
barium sulfate surface treated with an aminosilane. There is no suggestion of such a 
limitation, nor is there anything that indicates that such a limitation would be inherently 
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present in any of the prior art compositions. Shinozuka et al. is cited as being of 
general interest, as being drawn to surface treated barium sulfate which can be treated 
with an aminosilane. Moriwaki teaches a thermoplastic composition in which suggests 
the presence of a barium sulfate filler that can desirably be surface treated with an 
aminosilane. Neither reference, however, is as close or closer to the instant claims than 
that cited supra. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 
272-1090. The examiner can normally be reached on Monday to Wednesday and 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 1 1 9. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). p r. 



872-9306. 
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